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Opi ni on by Hanak, Adm nistrative Trademark Judge:

Mot her’ s Cake & Cookie Co. (applicant) seeks to
regi ster COCONUTTY! in typed drawing formfor “cookies.”
The intent-to-use application was filed on October 28, 1997.
Citing Section 2(e)(1) of the Trademark Act, the
Exam ning Attorney has refused registration on the basis
that applicant’s mark is merely descriptive of an inportant
characteristic and/or ingredient of applicant’s cookies.
When the refusal to register was nmade final, applicant
appealed to this Board. Applicant and the Exam ning
Attorney filed briefs. Applicant did not request a hearing.

During the course of this proceeding, applicant filed
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an anmendnent to all ege use, which was accepted by the

Exam ning Attorney. The specinmen of use makes it clear that
t he cookies on which applicant uses its mark COCONUTTY! are
coconut bars or coconut cookies. Mreover, the specinen of
use nakes it clear that these particul ar cookies contain
coconut .

The Exam ning Attorney has made of record a substanti al
body of evidence denonstrating that long prior to
applicant’s filing date of October 28, 1997, others had used
the word “coconutty” to describe not only cookies and ot her
baked goods, but al so other food and beverage products. For
exanple, in the January 11, 1992 edition of the Mudison

Capital Tinmes (Wsconsin) there appears the foll ow ng

sentences: “All of Mudison awaits the beginning of the 1992
Grl Scout cookie sale ... This year there’s a new cooki e,
Pral ine Royal, and we’ve gotten an advance box. It’s
coconutty with a sort of pecan flavor, and we recommend it.”
Li kew se, the April 1994 issue of Redbook refers to a
“coconutty nocha cookie cake.” |Indeed, as early as February

6, 1981 The Washi ngton Post described a German chocol ate

cake with a “thick and coconutty icing.” Moreover, the July

11, 1985 edition of The San Di ego Uni on-Tri bune di scusses a
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“coconutty pie.” The foregoing are just sonme of the nmany
stories appearing |long before applicant’s filing date
wherein the word “coconutty” is used to describe the flavor
of certain cookies and other baked goods.

Subsequent to applicant’s filing date, there were
additional stories wherein the word “coconutty” appeared in
connection with cookies and ot her baked goods. For exanple,

t he Novenber 13, 1997 edition of The Chattanooga Tines tal ks

about a “coconutty oatneal pie.” Moreover, the word
“coconutty” has been used to describe the flavor of other
food and beverage itens, including such diverse itens as
m xed drinks and batter for shrinp.

In arguing that its purported mark COCONUTTY! is not
nerely descriptive, applicant nakes essentially three
argunents which it styles as A (brief pages 2-5); B (brief
pages 5-6); and C (brief page 7).

Applicant’s first argunent is that it nmade of record
ten third-party registrations for various food itens wherein
the word “nutty” was not disclained. Applicant then argues
that “the fact that a disclainer of the term’ nutty’ was not
requi red underscores the fact that 'nutty’ is not
descriptive as used by applicant.” (Applicant’s brief page
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3). Qoviously, this Board and certainly our primary
reviewi ng Court are not bound by the actions of Exam ning

Attorneys. West Florida Seafood v. Jet Restaurants, 31 F.3d

1122, 31 USPQR2d 1660, 1664 (Fed. Cir. 1994). Suffice it to
say that, based upon the nmassive body of evidence submtted
by the Exam ning Attorney where the word “coconutty” is used
to descri be cookies, other baked goods and a wi de array of
ot her food and beverage products, we have no doubt that as
applied to applicant’s cookies, which are coconut cookies or
coconut bars containing coconut, the nmark COCONUTTY! is
clearly nerely descriptive.

Second, applicant argues that its mark COCONUTTY! has a
doubl e entendre or doubl e neaning and hence is entitled to
registration. |In this regard, applicant cites the case of

In re Colonial Stores, Inc., 394 F.2d 549, 157 USPQ 382

(CCPA 1968) wherein the Court held that the mark SUGAR &

SPI CE was not nerely descriptive for bakery products because
it brought to mnd the well known children’s rhyne.

Applicant clains that its mark COCONUTTY! has a doubl e
entendre |ike SUGAR & SPI CE because its mark COCONUTTY! “can
mean ‘nutty’ as in crazy.” (Applicant’s brief page 6). In
support of this argunent, applicant points to the foll ow ng
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sentence appearing in small type on its packagi ng beneath
its mark COCONUTTY!: “We went a little crazy and put enough
of our delicious Cocadas coconut cookies to fill an 18 ounce
bag.”

We find applicant’s argunent to be flawed for three
reasons. First, given the massive anmount of evidence which
the Exam ning Attorney has made of record denonstrating that
the word “coconutty” is widely used to descri be cookies and
ot her baked goods, we have no doubt that consunmers, upon
seeing applicant’s mark on cookies, would i medi ately
under stand that the cookies have a coconut flavor (perhaps
an extra coconut flavor) and/or contain coconut.

Second, given the sonmewhat small typeface in which the
phrase “W went a little crazy...” appears, it is unlikely
t hat consuners woul d even notice this phrase. Moreover,
even if they did, we do not believe that consunmers would
attribute a double neaning to applicant’s mark COCONUTTY!

Finally, should applicant obtain a registration for
COCONUTTY! for cookies, it could at any tinme in the future
delete the phrase “W went a little crazy...” fromits
packagi ng and make no reference to the word “crazy” or any

simlar word.
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Applicant’s final argunent is that in deciding whether
a mark is nerely descriptive or is suggestive, doubts should
be resolved in applicant’s favor. W accept applicant’s
argunent, but as previously stated, we have no doubt that
consuners, upon seeing COCONUTTY! on cookies, would
i mredi at el y understand that these cookies are coconut
fl avored and/ or contain coconut.

Two final points deserve comment. \Wile applicant did
not raise this argunent, it has not escaped our attention
that applicant’s nmark ends with an excl amati on point.
However, a slight alteration of a descriptive word will not
turn that descriptive word (“coconutty”) into a non-

descriptive mark. 1 J. McCarthy, MCarthy on Tradenmarks and

Unfair Conpetition Section 11:31 at page 11-52 (4th ed.

2000) .

Second, if applicant had sought to regi ster COCONUT for
cookies, that termwuld be held to be at |east nerely
descriptive, if not generic for, a type of cookie. Even if
t he Exam ning Attorney had not presented the foregoing
substanti al body of evidence show ng that others have used
the word “coconutty” to describe cookies and ot her baked
goods, we would still be inclined to view the word
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“coconutty” as but an adjective formof the word “coconut,”
and hence still nerely descriptive. 1In this regard,
Prof essor McCarthy notes that the addition of such suffixes
as “er” or “-ize” to descriptive words in nost cases result
in words which are still descriptive. 2 J. MCarthy,

McCarthy on Trademarks and Unfair Conpetition Section 11:29

at pages 11-50 to 11-51 (4th ed. 2000).

Decision: The refusal to register is affirmed.






